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Application/Control Number: 09/546,097 
Art Unit: 3739 

DETAILED ACTION 
Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 2, 8, 10, 11, 29, 32, 34, 40, 41, 42, 44, 46, 52, 53, 54, 63, 69, 71 and 72 are 
rejected under35 U.S.C. 102(b) as being anticipated by U.S. Patent 4,228,800 to Degler et al. 
Degler et al discloses an electrosurgical instrument comprising an electrically insulated housing, 
constructed of a nonconductive material and having a substantially pencil shaped configuration, 
a blade assembly mounted in said housing and projecting from said housing, said blade 
assembly comprising a center electrode, insulation means on opposite sides of said electrode 
and side electrodes (Col. 7, lines 7-12). The center electrode has a beveled cutting edge and is 
stainless steel and the side electrodes are silver (Col. 7, line 39). The tip is essentially shaped 
like a lance (Figs. 3 and 5) and the electrodes are connected to the energy source (Fig. 2) via 
contacts (Fig. 3, #39) in the housing. A switch in the handle is provided to energize the 
electrode. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 5, 6, 9, 35, 36, 39, 47, 48, 51, 66, 67 and 70 are rejected under 35 U.S.C. 103(a) 

as being unpatentable over U.S. Patent 4,228,800 to Degler et al in view of U.S. Patent 

4,640,279 to Beard. Degler et al is discussed above but does not teach the use of a non-stick 
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coating. Beard discloses a surgical scalpel with an electrode attached to a non-cutting edge 
with a form of polytetrafluorethylene coating to provide a frictionless, non-stick finish (Col. 4, 
lines 15-18). It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use the coating as taught by Beard in the invention of Degler et al to 
keep tissue from sticking to the device and reduce friction of the device in the tissue. 

Claims 12, 43, 55 and 73 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. Patent 4,228,800 to Degler et al in view of U.S. Patent 5,925,043 to Kumar et al. 
Degler et al is discussed above, yet does not teach the use of titanium nitride in the electrode. 
Kumar et al discloses an electrosurgical blade with a coating of titanium nitride (Col. 6, line 13). 
It would have been obvious to one having ordinary skill in the art at the time the invention was 
made to choose titanium nitride as taught by Kumar et al in the electrode of Allen as an obvious 
design choice. 

Claims 30, 31, 74, 80, 82 and 83 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent 4,228,800 to Degler et al in view of U.S. Patent 5,413,575 to 
Haenggi. Degler et al is discussed above, yet does not disclose the blade as being detachable. 
Haenggi teaches a multifunction electrocautery tool with a removable blade (Col 6, line 43). It 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to have the blade of Degler removable as taught by Haenggi to enable the blade to be 
replaced independently of the total assembly. 

Claims 77,78, and 81 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. Patent 4,228,800 to Degler et al in view of U.S. Patent 5,413,575 to Haenggi as applied to 
claim 30 above, and further in view of U.S. Patent 4,640,279 to Beard. Beard discloses a 
surgical scalpel with an electrode attached to a non-cutting edge with a form of 
polytetrafluorethylene coating to provide a frictionless, non-stick finish (Col. 4, lines 15-18). It 
would have been obvious to one having ordinary skill in the art at the time the invention was 
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made to use the coating as taught by Beard in the invention of Degler et at as modified by 
Haenggi to keep tissue from sticking to the device and reduce friction of the device in the tissue. 

Claim 84 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
4,228,800 to Degler et al in view of U.S. Patent 5,413,575 to Haenggi as applied to claim 30 
above, and further in view of U.S. Patent 5,925,043 to Kumar et al. Kumar et al discloses an 
electrosurgical blade with a coating of titanium nitride (Col. 6, line 13). It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to choose 
titanium nitride as taught by Kumar et al in the electrode of Degler et al as modified by Haenggi 
as an obvious design choice. 

Response to Arguments 

The Applicant's arguments filed 9/17/2002 have been fully considered. The rejections 
based on Degler et al are affirmed. Degler et al provides at least one electrode attached to a 
non-mechanical cutting edge of the tip. While the center electrode is on the cutting tip, the side 
electrodes (Fig. 7, #'s 37 and 38) are attached to the side of the device, not on the cutting tip. 
How Degler et al uses, or intends to use, this device is not relevant to the apparatus claims. 
The structure required is that at least one electrode is not attached to the cutting edge of the tip 
and Degler et al clearly anticipates that requirement by being attached to the side edge of the 
tip. 

Allowable Subject Matter 

Claim 28 is allowed. 

Claims 3,4,7,33,37,38,45,49,50,56-62,64,65,68,75,76 and 79 are objected to as being 
dependent upon a rejected base claim, but would be allowable if rewritten in independent form 
including all of the limitations of the base claim and any intervening claims. 

Conclusion 



* 
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THIS ACTION IS WADE FINAL Applicant is reminded of the extension of time policy as 
set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing date 
of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Henry M Johnson, III whose telephone number is (703) 305-0910. The 
examiner can normally be reached on Monday through Friday from 6:30 AM to 4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda C Dvorak can be reached on (703) 308-0994. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 872-9302 for regular 
communications and (703) 872-9303 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0858. 
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